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DETAILED ACTION 



Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

2. Claim 10, 22-26 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1, 3-6, 1 1 of 
copending Application No. 10/529,862 Krusemann et al. in view of IThornber et al. 
USP 3,969,4541 . Table 1 below discusses the similarities between the competing 
applications. 
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Instant Application (1 0/530560) 
Claim 10: 

A process for producing a colored, 
oriented strand board 

comprising: 

contacting the wood strands which 
serve as a base material for at 
least one of the three layers of the 
oriented strand board with a liquid 
colorant preparation 

which comprises at least one 
pigment and at least one dye; 

[resinating and forming said 
wood strands into a three- 
layered mat; and 

hot-pressing said three-layered 
mat into said colored, oriented 
strand board comprising a 
center layer and two outside 
layers, wherein said wood 
strands serve as a base material 
for said colored, oriented strand 
board.] 



Copending Application (10/529862) 
Claim 1: 

A method for the decorative 
coloration of a product selected 
from the group consisting of MDF, 
HDF and chipboard, 

comprising applying a liquid 
colorant preparation 



that comprises at least one 
pigment and, based on the 
pigment, from 0.5% to 10% by 
weight of at least one dye to the 
product 
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Instant Application (1 0/530560) 
Claim 22: 

(a) from 10% to 70% by weight of 
at least one pigment, 

(b) from 0.05% to 7% by weight of 
at least one dye, 

(c) from 1 to 50% by weight of at 
least one dispersant, 



(d) from 10% to 88.95% by weight 
of water or of a mixture of water 
and at least one 
water retainer, and 



(e) from 0% to 5% by weight of 
further customary constituents for 
colorant 
preparations. 



Copending Application (10/529862) 
Claim 6: 

from 10% to 70% by weight of 
component (A), 

from 0°05% to 7% by weight of 
component (B), 

from 1% to 50% by weight of 
component (C), 

from t0% to 88.95% by weight of 
component (D), and 

from 0% to 5% by weight of further 
customary constituents for colorant 
preparations, each percentage 
being based on the total weight of 
the preparation. 
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Instant Application (10/530560) 



(a) from 10% to 70% by weight of 

at least one pigment, 

(b) from 0.05% to 7% by weight of 

at least one dye, 

(c) from 1 to 50% by weight of at 

least one dispersant, 



(d) from 10% to 88.95% by weight 

of water or of a mixture of water 
and at least one 
water retainer, and 



(e) from 0% to 5% by weight of 

further customary constituents for 

colorant 

preparations. 

Claim 23: 



Copending Application (10/529862) 



(A) at least one pigment, 

(B) at least one dye, 

(C) at least one dispersant, 

(D) water or a mixture of water and 
at least one water retainer, and 

(E) optionally further customary 
constituents for colorant 
preparations. 



Claim 3 : 

wherein component (B) of the 
preparation comprises at least one 
anionic or cationic dye. 



wherein component (b) comprises 
at least one anionic or cationic 
dye. 
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Instant Application (10/530560) 



(a) from 10% to 70% by weight of 
at least one pigment, 

(b) from 0.05% to 7% by weight of 

at least one dye, 

(c) from 1 to 50% by weight of at 
least one dispersant, 

(d) from 10% to 88.95% by weight 

of water or of a mixture of water 
and at least one 
water retainer, and 

(e) from 0% to 5% by weight of 
further customary constituents for 
colorant 

preparations. 

Claim 24: 

The process of claim 22, wherein 
component (c) comprises at least 
one nonionic surface-active 
additive, at least one anionic 
surface-active additive, or a 
mixture thereof. 

Claim 25 : 

The process of claim 22, wherein 
said water retainer comprises a 
high-boiling organic solvent which 
is soluble in or miscible with water. 



Copending Application (10/529862) 



(A) at least one pigment, 

(B) at least one dye, 

(C) at least one dispersant, 

(D) water or a mixture of water and 
at least one water retainer, and 

(E) optionally further customary 
constituents for colorant 
preparations. 



Claim 4 

wherein component (C) of the 
preparation comprises at least one 
nonionic surface-active additive, at 
least one anionic surface-active 
additive or a mixture thereof. 

Claim 5 



wherein the water retainer of the 
preparation comprises a high- 
boiling organic solvent that is 
soluble in or miscible with water. 
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Instant Application (10/530560) 
Claim 26: 



An oriented strand board 
colored with a colorant 
preparation which comprises 

at least one pigment and, based 
on the pigment, from 0.5% to 10% 
by weight of at least one dye. 



Copending Application (10/529862) 

A method for the decorative 
coloration of a product selected 
from the group consisting of MDF, 
HDF and chipboard. 



comprising applying a liquid 
colorant preparation 



that comprises at least one 
pigment and, based on the 
pigment, from 0.5% to 10% by 
weight of at least one dye to the 
product 

Claims 11: 

An article produced by the 

method as claimed in claim 1 



3. Although the conflicting claims are not identical, they are not patentably distinct from 
each other because both inventions claim a process for making oriented strand board 
using a liquid colorant preparation which includes a pigment and a dye. One of ordinary 
skill in the art would have been motivated to modify claim 10 of the instant US 
application by altering the step of oriented strand board with the step of selected from 
the group consisting of MDF, HDF, and Chipboard of the copending application 
(10/5298862). The copending application does not teach resinating and hot pressing. 
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However, these differences are conventional in the art as shown in Thornber et al USP 
3,969,454. These differences are obvious because these additional steps are common 
knowledge in the art of making colored oriented strand board. 

This is a provisional obviousness-type double patenting rejection. 
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Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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4. Claims 10,11, and 14, 15, and 22-25 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Thornber et al. (U.S. Patent No. 3,969,454) in view of Ortalano 
et al. (U.S Patent No. 6,503,317). 

5. Consider claim 10, Thornber teaches a process for producing a colored 
(decorative ... color) , oriented strand board (particle board) comprising rSee the 
abstract! : contacting (absorbing) the wood strands which serve as a base material for 
at least one of the three layers (designates surface layers and it is inherent that 
there is an uncolored inner layer) of the oriented strand board with a liquid colorant 
preparation rColumn 1, Lines 19-28, 64-68 and Column 2, Lines 9-221 : resinating 
adhesive binder) rColumn 2, Lines 9-131 and forming said wood strands into a three- 
layered mat rColumn 2, Lines 9-131 ; and hot-pressing said three-layered mat into said 
colored rColumn 1. Lines 15-181 , oriented strand board comprising a center layer and 
two outside layers, wherein said wood strands serve as a base material for said colored, 
oriented strand board. rColumn 2. Lines 9-221 

a. Thornber does not specifically teach 

i. a liquid colorant preparation which comprises at least one pigment 
and at least one dye 

b. Consider claim 10, in the same field of endeavor, Ortalano teaches a 
liquid colorant preparation which comprises at least one pigment and at least one 
dye. rColumn 4. Line 17 to Column 5, Line 60 and examples 1-281 

6. Consider claim 1 1 , Thornber and Ortalano remain applied to claim 1 0 above. 



10 



Application/Control Number: 10/530,560 Page 1 1 

Art Unit: 4151 

c. Thornber teaches contacting occurs before said wood strands are dried. 
[Column 2, Lines 45-52 (Example 1)1 . 

7. Consider claim 14, Thornber and Ortalano remain applied to claim 10 above. 

d. Thornber teaches wherein said wood strands are continually colored by 
spraying or dipping into a colorant solution or a dispersion. (Dyebath..other 
methods of coloring include vat dying and staining and absorbing into the 
wood) rColumn 1 Line 64 to Column 2 line 8). 

8. Consider claim 15, Thornber and Ortalano remain applied to claim 10 above. 

e. Thornber does not teach wherein said liquid colorant preparation 
comprises from 0.5% to 10% by weight of said dye based on said pigment. 

f. Consider claim 15, in the same field of endeavor, Ortalano teaches 
wherein said liquid colorant preparation comprises from 0.5% to 10% by weight 
of said dye based on said pigment. (Ortalano discloses that the coloring 
agents can contain between 1 wt% to about 50 wt% of Dye and between 1 
wt% to about 50 wt% of pigment.. .so if a solution had 50 wt% of pigment 
solution and only 5 wt% of dye solution the dye to pigment ratio would be 
10% and thus read on the claimed invention) fColumn 5, Lines 5- 581 

9. Consider claim 22, Thornber and Ortalano remain applied to claim 10 above. 

g. Thornber does not teach 

ii. (a) from 10% to 70% by weight of at least one pigment 

iii. (b) from 0.05% to 7% by weight of at least one dye 

iv. (c) from 1 to 50% by weight of at least one dispersant 
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v. (d) from 1 0% to 88.95% by weight of water or of a mixture of water 
and at least one water retainer, and 

vi. (e) from 0% to 5% by weight of further customary constituents for 
colorant preparations. 

h. Consider claim 22, in the same field of endeavor, Ortalano teaches 
wherein said colorant preparation comprises: 

vii. (a) from 1 0% to 70% by weight of at least one pigment, (1% to 50% 
by weight of at least one pigment) 

viii. (b) from 0.05% to 7% by weight of at least one dye, (1% to 50% by 
weight of at least one dye) 

ix. (c) from 1 to 50% by weight of at least one dispersant, (The 
pigment dispersions may also contain additives representing no 
more than 20 wt% of the pigment dispersion) fColumn 6, Lines 1-181 

x. (d) from 1 0% to 88.95% by weight of water or of a mixture of water 
and at least one water retainer, and (The amount of water added to the 
composition makes up the weight balance of the composition) 
rColumn 5, Lines 59-671. 

xi. (e) from 0% to 5% by weight of further customary constituents for 
colorant preparations. (See, biocides. defoamers. and co-solvents) 
rColumn 6. Lines 1-371 

10. Consider claims 23, Thornber and Ortalano remain applied to claim 22 above. 
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i. Thornber does not teach wherein component (b) comprises at least one 
anionic or cationic dye. 

j. Consider claim 23, in the same field of endeavor, Ortalano teaches 
wherein component (b) comprises at least one anionic or cationic dye. rColumn 
4, Lines 17-201 

1 1 . Consider claims 24, Thornber and Ortalano remain applied to claim 22 above, 
k. Thornber does not teach wherein component (c) comprises at least one 
nonionic surface-active additive, at least one anionic surface-active additive, or a 
mixture thereof. 

I. Consider claim 24, in the same field of endeavor, Ortalano teaches 
wherein component (c) comprises at least one nonionic surface-active additive, 
at least one anionic surface-active additive, or a mixture thereof. (Defoamers. 
co-solvents, and surface active agents) \ Column 6, Lines 1-171 

12. Consider claims 25, Thornber and Ortalano remain applied to claim 22 above, 
m. Thornber does not teach wherein said water retainer comprises a high- 
boiling organic solvent which is soluble in or miscible with water. 

n. Consider claim 25, in the same field of endeavor, Ortalano teaches 
wherein said water retainer comprises a high-boiling organic solvent which is 
soluble in or miscible with water. (Defoamers, co-solvents, and surface active 
agents) \ Column 6, Lines 1-171 

1 3. All references are generally directed to the "coloration of wood-based materials." 
It would have been obvious to one skilled in the art at the time the invention was made 



13 



Application/Control Number: 10/530,560 Page 14 

Art Unit: 4151 

to modify the teachings of Thornber et al., by incorporating therein the dye based 
aqueous pigment dispersions taught by Ortalano. In this case the base invention of the 
prior art is that of a "Colored Particleboard" and the claimed invention improves on that 
technology by using a dye and a pigment in preparing the coloring agent to be used in 
the coloring process. However, the prior art has already used a dye and pigment in the 
coloring of other wood based materials. Because of this, the claims would have been 
obvious because the technique for improving a particular class of devices was part of 
the ordinary capabilities of a person of ordinary skill in the art, in view of the teachings of 
the technique for improvement in other situations. Furthermore, all of the claimed 
elements were known in the prior art and one skilled in the art could have combined the 
elements as claimed by known methods with no change in their respective functions, 
and the combination would have yielded predictable results to one of ordinary skill in the 
art at the time of the invention. 
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14. Claims 13, 16-19, 20, 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Thornber et al. (U.S. Patent No. 3,969,454) in view of Ortalano et al. 
(U.S Patent No. 6,503,317) as applied to claim 10 above, and in further view of 
Nakamichi (Japanese Patent Application 55-164142) already made of record. 

15. Consider claim 13, Thornber and Ortalano remain applied to claim 10 above. 

o. The combination of Thornber and Ortalano does not teach hot-pressing is 
conducted at a temperature of from 180 to 230 °C. 

p. Consider claim 13, in the same field of endeavor, Nakamichi teaches hot- 
pressing is conducted at a temperature of from 180 to 230 °C. (140-200 C) \ 
Detailed description of the invention! 

16. Consider claims 1 6-1 9, Thornber and Ortalano remain applied to claim 1 0 above, 
q. The combination of Thornber and Ortalano does not teach wherein only 
one outside layer is colored in said colored, oriented strand board; wherein only 
both outside layers are colored in said colored, oriented strand board; wherein 
only said center layer is colored in said colored, oriented strand board; wherein 
both outside layers and said center layer are colored in said colored, oriented 
strand board. 

r. Considering claims 16-19, in the same filed of endeavor, Nakamichi 
teaches wherein only one outside layer is colored in said colored, oriented strand 
board; wherein only both outside layers are colored in said colored, oriented 
strand board; wherein only said center layer is colored in said colored, oriented 
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strand board; wherein both outside layers and said center layer are colored in 
said colored, oriented strand board. (The colored wood chips can be used for 
the entire mat, or the colored wood chips can be used for the entire mat or 
the colored wood chips can be used only for the surface, with ordinary 
wood chips being used for the inside and/or the surface) ITJetailed 
description of the invention!. 

1 7. Consider claims 20-21 , Thornber and Ortalano remain applied to claim 1 0 above, 
s. The combination of Thornber and Ortalano does not teach wherein when 
at least two layers are colored in said colored, oriented strand board, said layers 
have different hues and wherein when at least two layers are colored in said 
colored, oriented strand board, said layers have the same hue. 

t. In considering claims 20-21 , in the same field of endeavor, Nakamichi 
teaches wherein when at least two layers are colored in said colored, oriented 
strand board, said layers have different hues and wherein when at least two 
layers are colored in said colored, oriented strand board, said layers have the 
same hue. (particle can be obtained which has various colors) [Detailed 
description of the invention]. 

18. All references are generally directed to the "coloration of wood-based materials." 
It would have been obvious to one skilled in the art at the time the invention was made 
to modify the teachings of Thornber et al., by incorporating therein the dye based 
aqueous pigment dispersions taught by Ortalano and the 3- layered mat discussed in 
Nakamichi. In this case the base invention of the prior art is that of a "Colored 
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Particleboard" and the claimed invention improves on that technology by using a dye 
and a pigment in preparing the coloring agent to be used in the coloring process. 
However, the prior art has already used a dye and pigment in the coloring of other wood 
based materials. Because of this, the claims would have been obvious to one of 
ordinary skill in the art at the time of the invention, because the technique for improving 
a particular class of devices was part of the ordinary capabilities of a person of ordinary 
skill in the art, in view of the teachings of the technique for improvement in other 
situations. 

19. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Thornber et al. (U.S. Patent No. 3,969,454) in view of Ortalano et al. (U.S Patent No. 
6,503,317) in further view of Iwata et al. (U.S. Patent No. 6,376,582). 

u. Thornber and Ortalano remain applied to claim 10 above. However, the 
combination of Thornber and Ortalano does not teach when contacting occurs 
after said wood strands are dried. 

v. In considering claim 12, in the same field of endeavor, Iwata teaches 
when contacting occurs after said wood strands are dried. (Coloring agents... 
can be added ... in advance of wood fiber mixture and after drying) 
rColumn 5, Lines 5-10 and Figure 11 

w. All references are generally directed to the "coloration of wood-based 
materials." 

x. It would have been obvious to one skilled in the art at the time the 
invention was made to modify the teachings of Thornber et al., by incorporating 
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therein the dye based aqueous pigment dispersions taught by Ortalano and the 
Wood Fiberboard and manufacturing method disclosed by Iwata. 
y. In this case the base invention of the prior art is that of a "Colored 
Particleboard" and the claimed invention improves on that technology by 
contacting the wood strands with a colorant after the wood strands are dried. 
However, the prior art has already used a process that dries wood strands before 
the coloring process. Because of this, the claims would have been obvious to 
one of ordinary skill in the art at the time of the invention because the technique 
for improving a particular class of devices was part of the ordinary capabilities of 
a person of ordinary skill in the art, in view of the teachings of the technique for 
improvement in other situations. 

20. Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Thornber et al. (U.S. Patent No. 3,969,454) in view of Ortalano et al. (U.S Patent No. 
6,503,317) 

z. Thornber teaches an oriented strand board colored with a colorant 
preparation. rColumn 1. Lines 1-281 

aa. Thornber does not specifically teach a colorant preparation which 
comprises at least one pigment and, based on the pigment, from 0.5% to 10% by 
weight of at least one dye. 

bb. Ortalano teaches a colorant preparation which comprises at least one 
pigment and, based on the pigment, from 0.5% to 10% by weight of at least one 
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dye. (Ortalano discloses that the coloring agents can contain between 1 
wt% to about 50 wt% of Dye and between 1 wt% to about 50 wt% of 
pigment...so if a solution had 50 wt% of pigment solution and only 5 wt% of 
dye solution the dye to pigment ratio would be 10% and thus read on the 
claimed invention) TColumn 5, Lines 5- 581 

cc. All references are generally directed to the "coloration of wood-based 
materials." It would have been obvious to one skilled in the art at the time the 
invention was made to modify the teachings of Thornber et al., by incorporating 
therein the dye based aqueous pigment dispersions taught by Ortalano. In this 
case the base invention of the prior art is that of a "Colored Particleboard" and 
the claimed invention improves on that technology by using a dye and a pigment 
in preparing the coloring agent to be used in the coloring process. However, the 
prior art has already used a dye and pigment in the coloring of other wood based 
materials. Because of this, the claims would have been obvious because the 
technique for improving the coloring of wood based materials was part of the 
ordinary capabilities of a person of ordinary skill in the art, in view of the 
teachings of the technique for improvement in other situations. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

The reference Kamite et al (USP No. 5,620,642) discloses the coloring of wood 
products with different hues. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to AMJAD ABRAHAM whose telephone number is 
(571 )270-7058. The examiner can normally be reached on Monday through Friday 8:00 
AM to 5:00 PM Eastern Time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Angela Ortiz can be reached on (571 ) 272-1 206. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

AAA 

/Angela Ortiz/ 
Supervisory Patent Examiner, Art Unit 4151 
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